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Ofice 115 (Tomas V. M cek, Managi ng Attorney).

Bef ore Bucher, Rogers and Kuhl ke, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

ALP of South Beach Inc. seeks registration on the

Suppl enental Register of the term shown bel ow

GAGRIERIA

for services recited in the application, as anended, as
“restaurants providing full service to sit-down patrons,

excluding cafeteria-style restaurants,” in International
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Class 42.*

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
register this designation based upon the ground that this
termis deceptive under Section 2(a) of the Act.?

Applicant and the Trademark Exam ni ng Attorney
submtted briefs, and both appeared at an oral hearing held
on Septenber 13, 2005 before this panel of the Board.

W affirmthe refusal to register.

! Application Serial No. 75819306 was filed on the Principal
Regi ster on Cctober 12, 1999 based upon applicant’s allegation of
first use anywhere and first use in commerce at |least as early as
June 1998. On July 10, 2001, applicant indicated its wllingness
to amend its application to the Suppl enental Register on remand
to the Trademark Exani ning Attorney for purposes of obtaining a
registration of its mark

2 G ven the tortured prosecution history of this application,
t he Board sought to clarify the outstanding i ssues at the

begi nning of the oral hearing. Based upon those di scussions,
appl i cant subsequently agreed with the Trademark Exani ni ng
Attorney to anend this application unequivocally to the

Suppl enmental Register, and to delete the earlier-proffered

di sclai mer of the word CAFETERI A apart fromthe specific
presentation of this word as shown in the drawing. The record
shows that this was done in an Exam ner’s Amendnent dated Cctober
5, 2005. As a result, the issue of deceptive m sdescriptiveness
under Section 2(e)(1l) of the Act is now noot.

Moreover, the Trademark Examining Attorney’s earlier
contention that this termis incapable of being recognized as a
source indicator under Section 23 of the Act pertained only to
the source-indicating capability of the particular stylization of
the lettering of CAFETERI A as shown in the nmark, i.e., CGUEMER, and
was made at a time in the prosecution of this application when
the word CAFETERI A had been disclained apart fromthe mark as
shown. Hence, we presune that the Tradenmark Exam ning Attorney’s
refusal based upon the incapability of the particular stylization
of the lettering of CAFETERI A as shown in the nark to serve a
source-indicating function, is also now noot.
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The test for determ ning whether a mark is deceptive

under Section 2(a) has been stated by the Court of Appeals

for the Federal Circuit as:

(1) Is the term m sdescriptive of the
character, quality, function
conposition or use of the goods (or
services)?

(2) |If so, are prospective purchasers
likely to believe that the
m sdescription actually describes the
goods (or services)?

(3) If so, is the msdescription likely to
affect the decision to purchase?

In re Budge Manufacturing Co., Inc., 857 F.2d 773,

8 USPQd 1259, 1260 (Fed. Cir. 1988) [LOVEE LAMB hel d
deceptive for seat covers not made of |anbskin]. See

also, Inre Wolrich Wolen MIls, Inc., 13 USPQ2d

1235 (TTAB 1989) [WOOLRI CH for clothing not nmade of
wool found not to be deceptive under 82(a)].

W find that the word CAFETERI A used i n connection

Wth restaurant services that explicitly exclude cafeteri a-

style restaurants does m sdescribe the services. In fact,

applicant appears to admt the sane:

| ndeed, “cafeteria” is defined in Webster’s
New Wrld Dictionary as “a self-service
restaurant or lunchroom” ALP s restaurant
is neither self-service nor a cafeteria. As
shown by the materials submtted with the
Leonard Decl aration, ALP operates a very
trendy “sit-down” restaurant at which
patrons are served food and beverages.
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Applicant’s appeal brief, p. 5.

The next part of the Budge test is whether any

prospective purchaser is likely to believe the

m sdescription. In re Quady Wnery Inc., 221 USPQ 1213,

1214 (TTAB 1984).

The Trademark Exam ning Attorney argues fromthe
evidence of record in this case that there are clearly
restaurants that are categorized in restaurant guides, for
exanpl e, as “cafeterias,” and judging by a | arge sanpling
of eateries fromaround the country, one can find nost
anywhere in this country an establishnent that refers to
itself as a “cafeteria.” The Trademark Exam ni ng Attorney
argues fromthe record that sone restaurant patrons prefer
cafeteria-style restaurants for their variety of foods,
conveni ence and overall value. Hence, at |east sone
potential patrons are quite likely to believe that a
restaurant calling itself CAFETERI A neets the common
dictionary definition of a “cafeteria.”

I n support of her position, the Trademark Exam ni ng
Attorney relies upon cases where a trademark is applied to

consuner goods such as clothing, shoes or seat covers,
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whi ch marks may contain, for exanple, sonme formof the word
SI LK® or HYDE/ HI DE. *

G ven the nature of the m sdescription of these
restaurant services — a fact that applicant has admtted -
we nust deci de whether or not the instant case is at al
anal ogous to these SILK or HYDE/ H DE cases.

It is true that we are not dealing here with smnal
| abel s on clothing, shoes or seat covers, “which [I|abel s]
purchasers may or may not note and which may or may not

al ways be provided.” 1n re Budge Manufacturing Co. Inc.,

supra at 1261. Nonethel ess, our primary review ng court
has held that when considered in conjunction with the
identified goods or services, “the mark standi ng al one nust
pass nuster, for that is what the applicant seeks to

regi ster, not extraneous explanatory statenents,” |Id. See

also, In re Berman Bros. Harlem Furniture Inc., 26 USPQd

1514 (TTAB 1993) [ FURNI TURE MAKERS hel d decepti vel y

3 In re Phillips-Van Heusen Corp., 63 USPQd 1047 (TTAB 2002)
[ SUPER SI LK is deceptively m sdescriptive for clothing nade of
silk-like fabric]; and In re Shapely, Inc., 231 USPQ 72 (TTAB
1986) [ SI LKEASE hel d deceptive as applied to clothing not nade of
silK].

4 R Neumann & Co. v. Overseas Shipnents, Inc., 326 F.2d 786,
140 USPQ 276 (CCPA 1964) [ DURA-HYDE deceptive for shoes nmade of a
plastic material having a |eather-|ike appearance]; In re Intex
Plastics Corp., 215 USPQ 1045 (TTAB 1982) [ TEXHYDE hel d deceptive
as applied to synthetic fabric for use in the nmanufacture of
furniture, upholstery, luggage, etc.); and Tanners' Council of
Anerica, Inc. v. Sansonite Corp., 204 USPQ 150 (TTAB 1979)

[ SOFTHI DE hel d deceptive for imtation |leather material].
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m sdescriptive for retail furniture store services not
i ncluding the manufacture of furniture]; and In re Wodward

& Lothrop Inc., 4 USPQ2d 1412 (TTAB 1987) [CAMEO is

deceptively m sdescriptive for jewelry itens w thout caneos
or caneo-like el enents].

However, applicant argues that we cannot find
deceptive m sdescriptiveness herein if indeed the
determ ning factor is the probable reaction of reasonably
prudent nenbers of the public.

Applicant points out repeatedly that its expenditures
on paid pronotion have been nost limted. Rather, it has
relied largely upon free publicity in the mass nedi a and
wor d- of - mout h recommendations to build the “thunderous
success”® of this enterprise. For exanple, applicant argues
that “the nost effective nethod of obtaining new patrons
for a restaurant is word-of-nouth, a nmethod which
necessarily includes sone anmobunt of description and which
could not lead to deception.” Applicant’s response of June
2, 2003. Additionally, applicant was able to take
advant age of various fornms of mass nedia (tel evision,
newspapers, glossy mmgazi nes, Internet sites, etc.), first

in New York City and then later in Mam, to create a buzz

5 Decl arati on of Susan Leonard, Chief Financial Oficer of
ALP of South Beach Inc., Y2, March 21, 2001.
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for applicant’s establishnments in Chel sea and South Beach,
respectively. Prospective patrons reading these free nedia
menti ons would know the nature of applicant’s restaurant(s)
wel | before the targeted individuals ever entered onto the
prem ses. These generally positive nedia descriptions have
included “futuristic diner,”® “post-nodern, upscale diner”,”
and “24-hour glorified coffee shop.”®

We are not convinced, however, by applicant’s
argunents that everyone who cones into its CAFETERI A
est abl i shnments knows in advance the nature of the
restaurant. In reaching our decision herein on
decepti veness, we cannot rely on applicant’s allegations
about its current marketing strategies. Any registration
that issues fromthis application will be national in
scope, and applicant clearly would not be limted to the
two establishnments it currently operates. Certainly, we
cannot assune that word-of-nouth publicity and detail ed
restaurant reviews are the only ways prospective consuners
woul d ever encounter the mark. W nust presune that
magazi ne advertisenents, classified ad |listings, and

hi ghway bill boards could sone day be part of applicant’s

6 “The Dish: Star-tested delectables to try at hone,” In
Style, May 1999.

! WHERE New York, 2002 — 2003.

8 “CGotham Style,” New York, June 1, 1998.
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marketing mx, or alternatively, that a prospective patron
m ght wel|l chance upon the restaurant when driving or
wal ki ng by,® and cone in for a neal after seeing the signage
on the exterior of the building.

It appears from a photograph of the Chel sea | ocation

that applicant’s CAFETERI A mark is depicted on a canopy

directly above floor-to-ceiling, glass garage-door panels.

1

Appl i cant argues that any
passerby could easily see that
applicant’s establishnent is

set up as a table-service

restaurant. Accordingly,
applicant contends that it would be inpossible for the
potential patron — even one having no famliarity wth the
nature of applicant’s services — to be able to view the
mark on the front of applicant’s restaurant wthout

simul taneously realizing applicant offers table service.

We agree with applicant that our determ nation cannot
be an exercise that takes place in the abstract. The
guestion of deceptive m sdescriptiveness nmust be consi dered
in conjunction wth the goods or services as seen in the

mar ket pl ace.

o “The [restaurant] design is specifically calculated to
attract passershy.” Interior Design, Septenber 1998.
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Applicant cites to Northwestern Golf Conpany v.

Acushnet Conpany, 226 USPQ 240 (TTAB 1985) [applicant’s

PONER STEP mark, as applied to golf clubs, is neither
deceptively m sdescriptive nor deceptive, as the Board
concluded that “it is very difficult to see how purchasers
could be deceived by the mark into believing that the shaft
has but one step when even a quick glance at the golf club
Wil reveal that it has a multi-step shaft construction
and purchasers are not likely to purchase golf clubs

w t hout | ooking at themfirst”]; and In re Econoheat, Inc.,

218 USPQ 381 (TTAB 1983) [applicant’s mark SOLAR QUARTZ, as
applied to electric space heaters, is neither deceptively
m sdescri ptive nor deceptive, with the Board stating that,
“[i]nasmuch as the probable reaction of the public is the
key issue and since even a casual perception of applicant’s
heaters reveals that they operate just |ike any other
el ectrical appliance [designed to be plugged into an
electrical outlet], we do not believe that the public would
be deceived into believing applicant’s goods are sol ar-
powered’]. See applicant’s response of Septenber 9, 2002.
We agree with applicant that what separates cases such

as Northwestern Golf and Econoheat (where marks were found

not to be deceptively m sdescriptive or deceptive) fromthe
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SI LK and HYDE/ H DE cases cited by the Trademark Exam ning
Attorney (where marks were found to be deceptively

m sdescriptive or deceptive), is that the Board found that
nmerely contenplating the involved consuner itens in the

Nort hwestern Gol f and Econoheat cases woul d be sufficient

to enabl e a reasonabl e consumer to draw a correct
concl usi on about the nature of the respective products.

See also In re Robert Simmons, Inc., 192 USPQ 331, 333

(TTAB 1976) [the mark WHI TE SABLE on artists’ paint brushes
does not deceive purchasers into believing that the
bristles are made fromthe hair or fur of a sable].
Appl i cant has pointed to cases where the casual
observer of consumer products is presuned to be able to
di scover that the mark is obviously m sdescriptive by
| ooking at the involved goods. W do not find these cases
i nvol ving a close-up visual exam nation of consuner itens,
such as gol f clubs, space heaters and paint brushes, to be
anal ogous to the allegedly m sdescriptive service mark
i nvol ved herein. Applicant has cited no cases saying that
the owner of a service mark can advertise or display false
information promnently about its services to prospective
consuners, and then escape a finding of deceptiveness

because the sale may ultinmately not be consummated when the
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custoner discovers the msrepresentation just intinme to
avoid the transacti on.

We really cannot be sure what portion of prospective
custoners, at sone point, actually believed the deceptive
m sdescription. In his affidavit, Mark Thonas Amadei, Vice
Presi dent of ALP of South Beach Inc. and one of applicant’s
principals, states that only a very few prospective
custoners appeared to have any m si npressi ons about the
nature of applicant’s services. W viewthis
acknow edgenent as significant. That some prospective
custoners did have a m sinpression about the nature of
applicant’s services indicates to us that others nmay al so
have been msled. W find that this is simlar to
i keli hood of confusion cases, where evidence of sone
i nstances of actual confusion can serve as a powerful
denonstration that many nore people are likely to be
confused. For each prospective patron who actually voiced
confusion over the m srepresentation, there may have been
many others who |eft the restaurant w thout conpl aining or
conment i ng.

We turn then to the third and final prong for

decepti veness under the Budge test. Having found that

prospective patrons of applicant’s restaurant are
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likely to believe that the m sdescription actually
descri bes the services, we nust still determ ne
whet her the m sdescription is likely to affect the
deci sion to purchase.

This final prong of the Budge test has been

restated as inquiring whether or not the

m srepresentation would materially affect the decision
to purchase the goods. 1In this context, applicant
argues that this prong is not nmet because (1)

applicant offers a higher class of services than the

| unchroom or self-service restaurant services that the
t erm CAFETERI A descri bes, and (2) the prospective
patron who realizes her mstake is able to wal k away
fromthe reservati on desk before purchasing a neal
requiring full table service.

Appl i cant dism sses the SILK and H DE/ HYDE cases,
arguing in this case that a table service restaurant is
preferable to a cafeteria. The SILK cases! do di scuss how
silk is nore desirable as a fabric than synthetic materials
frequently used in its stead, or in a simlar fashion, in

t he H DE/ HYDE cases, |leather is found is nore desirable to

10 Supra, footnote 3.
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nmost consuners than are often-cheaper |eather substitutes.
By contrast, applicant’s position — especially if one
assunes that as between conpeting styles of restaurants,
simlar cuisine is being offered at conparable prices — is
that, for the majority of prospective diners, pushing a
tray through a lunchroomline is not preferable to being
seated at a table or booth with full table service provided
by capable wait staff. |In other words, applicant contends
that if the instant case involves any “bait-and-switch” for
sonme prospective patrons, the “switch” here is to a higher
cl ass of services.

However, the Trademark Exam ning Attorney takes the
position that, wthout a doubt, the cafeteria experience is
a desirable one for sonme portion of the population. She
argues that applicant has m srepresented its services by
choosing the term CAFETERIA to be used in connection with
restaurant services that exclude cafeteria-style
restaurants, and there is nothing in applicant’s all eged
mark that dispels the deceptive nature of this designation
As she argued in her denial of applicant’s request for
reconsi derati on:

“Evi dence of record shows that cafeterias
are generally | ess expensive than sit-down

1 Supra, footnote 4.
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type restaurants and that they have
different characteristics that woul d be of
interest to potential consuners. Thus, the
m srepresentation is likely to affect the
decision to purchase.”

“The exam ning attorney has established

t hrough subm ssions of stories fromthe
LEXI S/ NEXI S Resear ch Dat abase as wel |l as
listings of restaurants fromthe Wrld Wde
Web that the fact that a restaurant calls
itself *CAFETERIA provides information to
consuners who woul d be influenced by the
particul ar nmeaning that the term ‘' CAFETERI A
has in the context of restaurants. The
affordability, tinme-savings, and other
aspects of a true cafeteria are not features
of the applicant’s trendy, popul ar,
expensi ve Manhattan or South Beach
restaurants catering to celebrities and

cl ub-goers.”

In spite of applicant’s protests to the contrary, we
conclude that there are features of a cafeteria that sone
prospective patrons will prefer to those of a table-service
restaurant. Thus, whether or not restaurant services have
significant attributes of a cafeteria may be material to
the decision to patronize a particul ar establishnent.

We turn then to applicant’s argunent that the
prospective patrons who realize their mstake are able to
wal k away fromthe reservati on desk before purchasing neals
requiring full table service. |In essence, nmuch of the
di sagreenent between applicant and the Trademark Exam ni ng

Attorney at the oral hearing seenmed to focus on when in
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this process the deception actually occurs, or is renedi ed.
The Trademark Exam ning Attorney argues that, even if it is
true that it would be obvious immediately to virtually al
consuners who reach the reservation desk that applicant’s
restaurant is not actually a cafeteria, by that point, the
deception has already taken place. |In fact, the Trademark
Exam ni ng Attorney argues that deception attaches much
earlier in the process. She argues that the question of
whet her a mark is deceptive nust be nade when the custoners
encounter the mark.

We agree that while descriptiveness or
m sdescri ptiveness nust be considered in relation to the
services, this does not nean that prospective purchasers
cannot be msled prior to arriving at the restaurant
itself. Upon encountering applicant’s mark for restaurant
services in a pronotional context, sone share of
prospective patrons will initially conclude, quite
erroneously, that the referenced restaurant is, indeed, a
cafeteria. Accordingly, we agree with the Trademark
Exam ning Attorney on this question, and find that the
critical point for gauging whether or not potential patrons
believe the m sdescription inherent in applicant’s service

mark is earlier than applicant has argued.
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Assunme, as we mnust, that reasonabl e prospective
patrons of these services see informational signage
precedi ng an Interstate hi ghway exchange notifying them of
the availability of CAFETERI A restaurant services anong the
listed eateries, and they pull off at the designated exit
and then drive around until they find the restaurant. O
per haps anot her group of prospective patrons seeks out the
restaurant based on a classified advertisenent for
“Cafeteria” under the heading “restaurant services,”
believing that it offers cafeteria services. O maybe it
is a hungry famly nerely driving or wal king by that
decides to cone in for a cafeteria neal after seeing the
si gnage on the canopy on the exterior of the building.

By contrast, applicant takes the position that even
consuners who may have been msled at sone earlier
timeframe, will discover their m stake once in the vicinity
of the restaurant.

We certainly cannot say that reasonably prudent
menbers of the public who wish to eat at a restaurant

having the trademark CAFETERI A woul d be able to ascertain
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fromacross the street or on the sidewal k that applicant’s
restaurant is not a cafeteria.?®

Shoul d the exterior not prove to be the clue,
appl i cant argues that anyone who may continue to be m sl ed
up to the point that they entered the restaurant woul d
quickly realize that the restaurant was not a cafeteri a,
and any deceptiveness of the name woul d quickly be
di ssipated. At least at the point of entry into the
restaurant, applicant points out, the prospective
restaurant patron will not believe the m sdescription.
Because of all the visual cues, at that juncture, such a
belief is no |longer plausible. Presunmably sone few
custoners may well not be di sabused of their erroneous
concl usi ons about the nature of the eating establishnment
until finding thenselves escorted to a table in the back of
arelatively small restaurant where they are handed a nenu.
We too find it highly inplausible that sonmeone seeking out
a cafeteria experience would find herself ordering a table
service neal fromthe wait staff, thinking all the while

that she was eating in a cafeteria.

12 O course, a federal trademark registration for this mark
issuing to applicant for the identified services would all ow
applicant to have any type of fenestration it chose, including
snmal | er apertures having dark-tinted or heavily-glazed gl ass that
woul d make it inpossible for prospective patrons to ascertain the
set-up of the restaurant’s interior fromthe sidewalk.

- 17 -
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However, we disagree with the thrust of applicant’s
anal ysis. The question of materiality is “whether or not
the m sl eading informati on conveyed by the nmark bestows
upon the service greater marketability and is the reason
why the services are desired and hence bought ..” Inr

Lyphonmed Inc., 1 USPQ2d 1430 (TTAB 1986). The enphasis

here ought not to be placed on the term “and hence

bought,” as the factual situation of this type of service
mark presents us with the question of “pre-sale” deception.
True, the state of being msled nmay well be dispelled
before the custoner conpletes the purchase. Nonethel ess,
custoners wll have been msled by the nanme in the first
pl ace — causing themto decide to patroni ze the restaurant.
The critical point is not when the custoners walk into the
restaurant or when they are handed a nenu, but when they
encounter the mark in an advertisenent, informational road
sign, or the signage on the exterior of the restaurant, and
then in each of these cases, naking a decision to purchase
the services. And whether prospective patrons who have
been m sled actually stay upon | earning of their
m sappr ehensi on ought not to be the determ ning factor

under Section 2(a) of the Act. Irrespective of exactly

where the patrons may be at the point they recognize the
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deception (e.g., parking across the street, wal king down
t he sidewal k, standing at the reservation desk, or sitting
at atable), we find that by the tinme the prospective
patrons are faced with the choice of either conpleting the
purchase of a neal different fromthe one sought or finding
anot her restaurant, deception has already taken pl ace.

Qur concern over pre-sale deception has parallels
to the concept of “pre-sale confusion” in the context
of trademark infringenent and |ikelihood of confusion.

See Gotrain, Helfferich, Schulz, Th. Stei nweg Nachf.

V. Steinway & Sons, 523 F.2d 1331 (2" Cir. 1975). The

defendant’ s actions may attract or lure potenti al
custoners by inproperly benefiting fromthe goodw ||
that the plaintiff developed in its mark, even though
any confusion as to the source of goods or services
may be dispelled before an actual sale occurs.®

Simlarly, we find that the existence of pre-sale

13 “By the tine [the custonmer |ooking for a deal on a Stei nway

pi ano] gets to the store and realizes that the Steinweg is
not really a Steinway, she may decide that the Steinweg is
good enough and buy it anyway. Even is she doesn't, the
decepti on nmay have cost her the better part of an
afternoon, gas, wear and tear on her car, and a not
insignificant bit of road rage. Courts correctly treat
such pre-sale confusion as unfair conpetition and trademark
i nfri ngenent under the Lanham Act ..~

Cf. “Initial Interest Confusion: Standing at the Crossroads of

Tradenmark Law,” by Jennifer E. Rothman, 27 Cardozo Law Revi ew,

105, 161 - 162, http://ww. cardozol aw evi ew. conl

Past | ssues/ ROTHVAN. FI NAL. VERSI ON. pdf

- 19 -



Seri al

No. 75819306

decepti on does not depend upon whether or not a sale
is completed as a result of the deception. The nere
fact that one may have decided to go to applicant’s
restaurant in order to patronize a true cafeteri a,
based sol ely upon applicant’s choice of a deceptively
m sdescriptive nanme for a restaurant, is sufficient to
nmeet the test of the final prong of the Budge test for
decepti veness.

Accordi ngly, we conclude that respondent’s mark

is deceptive under Section 2(a) of the Act.

Decision: The refusal to register this service mark

under Section 2(a) of the Lanham Act is hereby affirned.

- 000 -

Rogers, Adm nistrative Trademark Judge, dissenting:

Appl i cant has been using the mark HEIEL for a
restaurant in New York Gty since June 1998. The involved
application, which seeks registration of the mark for
services identified as “restaurants providing full service
to sit-down patrons, excluding cafeteria-style

restaurants,” has been pending since Cctober 12, 1999.
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Fromthe record, it appears clear the restaurant has
been successful. See, in particular, paragraph 2 of the
March 21, 2001 decl aration of Susan Leonard, applicant’s
Chi ef Financial Oficer, and paragraphs 2 and 8 of the
Septenber 5, 2002 declaration of Mark Thomas Anmadei
applicant’s vice president, each submtted with a response
to an Ofice action. M. Leonard attests to the
“t hunder ous success” of the restaurant, the expenditure of
a mllion dollars “creating and nerchandi sing” the
restaurant, and “increasing revenues during each year of
operation, with total revenues approaching $ 12,000, 000."
M. Amadei attested to the New York City restaurant having
served two mllion custoners over a four-year period, to
extensive favorable publicity, and to applicant’s plans to
open two nore CAFETERI A restaurants. Wile the record is
not definitive, it appears that a Mam, Florida CAFETER A
restaurant opened in June 2003.

The June 1999 issue of Bon Appetit describes the New

York City restaurant as foll ows:

[1]t sits in the mddle of the district

call ed Chelsea, and its spirit is true not
only to New York but also to the

nei ghbor hood that has become the city’s
destination of the nonent. That neans sheer
downt own style gets added to the insomiac’s
hours—starting with the sl eek geonetric

di ning room that nmaybe could pass for a

- 21 -
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cafeteria only at Beverly Hills H gh. Then
there is the wait staff parading in Dolce &
Gabbana’ s version of diner-wear (nore high
fashion than short order) and a hostess with
bl ond braids who | ooks |ike Heidi heading
off to a rave.

But just when all the Holly Golightly gl oss
starts to seema little heavy-handed, dinner
arrives and Cafeteria s hip-hop veneer gives
way to a heartland hoedown.

The Septenber 1998 issue of Interior Design, in an

article headed “Hold the Trays” (enphasis in original)
reported:

[Cafeteria]l is an intriguing hybrid. Wile
its name was chosen to reflect a casual
attitude in keeping wth nei ghborhood norns,
its sleek design, as conceived by Ilan

Wai sbrod of Studio Gaia, recalls no
cafeteria we’ve ever known.

“The owners had in mnd a cafeteria for the
year 2000,” Wi sbrod says of his first
client encounter. “Who knows what that
means?”

Cafeteria is essentially a crisp white
volume with a quartet of glazed garage doors
that open the interior to the street in good
weat her. The design is specifically
calculated to attract passersby. The
restaurant consists of three components:

the primary dining space, a bar and a bel ow
grade | ounge ..*

14 The “New York Club Guide” in the Decenber 1998 issue of
Details, commenting on the Cafeteria | ounge, reports: Don't be
fool ed by the hunble nanme: “Fabulous” is the only word to
describe the tiny | ate-ni ght basenent |ounge of this Chel sea
restaurant. The Vibe: Star Trek neets Vogue: white foam egg
chairs, high-backed white vinyl banquettes, designer-blue walls,
gorgeous multiethnic bartenders. (enphasis in original).
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And the Flatiron News (Volune 4, No. 4) reports, in a

short reviewtitled “Tray Chic”:
The nane is a bit msleading. Omers Adam
Newt on, Mark Thomas Anedei, Susan Leonard,
and Stacy Pison have used a nodish irony in
calling their restaurant Cafeteria. First
of all, it doesn’'t look |like any cafeteria
|’ ve done tine in, snoking and pl ayi ng
cards, waiting for the hooter to signal the
end of lunch. Secondly, it is not self-
servi ce.

From t hese descriptions, no reasonably prudent
consuner, reading about or visiting the restaurant, could
conclude that the establishnent was a “cafeteria.”?®
Not wi t hst andi ng that applicant’s New York restaurant
pl ai nly woul d not be perceived to be a traditional
cafeteria, and that applicant seeks to register the mark
for any restaurant but a cafeteria-style restaurant, the
mar k has been refused registration by the Exam ning

Attorney, on the theory that CAFETERI A is “deceptive” under

Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a).

Applicant’s attenpt to bestow the word cafeteria with

a new neaning for the year 2000 (per Interior Design), or

its use of irony in namng its restaurant (per Flatiron

News), has resulted in applicant being subjected to the

5 The dictionary definition offered by the Trademark
Examining Attorney defines a cafeteria as “a restaurant in which
the custoners are served at a counter and carry their neals on
trays to tables.” See Ofice action of March 14, 2000.
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penal ty of permanent denial of registration.?® Though the
Lanham Act encourages registration of marks being used in
commerce, and applicant’s mark appears fromthe record to
be working effectively in the marketplace, the Trademark
Exam ning Attorney’s refusal of registration raises certain

guesti ons:

. Does the word “deceptive” in Section 2(a) of the
Act have a distinctly different nmeaning than the
word “deceive” in Section 2(d) of the Act, or
“deceptively” in Section 2(e) (apart from
deceptive being an adjective, deceive being a

verb and deceptively being an adverb)?

. |s there a sound basis in the law for protecting
even the nost gullible or carel ess consuner under
Section 2(a) of the Act, or does the |law require
proof that even a reasonably prudent consuner

woul d be decei ved?

. How is the Board to interpret and apply the

instruction of the Court of Appeals for the

16 See Inre California Innovations Inc., 329 F.3d 1334, 66
UsP@d 1853, 1855 (Fed. Cir. 2003)(“[Marks deternined to be
primarily geographically deceptively m sdescriptive are
permanent |y denied registration, as are deceptive marks under
81052(a).") (enphasi s added).
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Federal C rcuit that, when assessing
registrability of a mark under Section 2(a), “the
mar k standi ng al one nust pass nuster, for that is
what the applicant seeks to register, not

ext raneous expl anatory statenents”?

. Does this appeal raise concerns about “bait and
switch” marketing or theoretical “initial
i nterest deception” akin to the notion of

“Initial interest confusion”?

. | f the nunber of consunmers who m ght be deceived,
or the nature of their deception, is speculative,
shoul d the Board resol ve doubt in favor of

publ i shing the mark for opposition?

These questions relate nore to the second and third
factors of the Budge test. Therefore, it is necessary to
separately address the first factor in that test, i.e.,
does CAFETERI A m sdescribe “the character, quality,
function, conposition or use” of applicant’s recited
services? The answer to this question is not as clear as

it mght appear at first gl ance.

S In re Budge Manufacturing Co., Inc., 857 F.2d 773, 8 USPQd
1259, 1260 (Fed. Cir. 1988) (LOVEE LAMB hel d deceptive for seat
covers not made of | anbskin).




Serial No. 75819306

The majority is quite correct in observing that this
appeal arose froman application with a tortured
prosecution history. Applicant’s counsel and the Trademark
Exam ni ng Attorney each appeared, at tines, to have been
di scussing theoretical or presuned argunents or positions
of the other, with neither quite sure how many alternative
positions and argunents were being presented or naintained.
Accordi ngly, even the argunents in the briefs, not to
mention argunents advanced in Ofice actions and responses
thereto that preceded the appeal, nust be viewed fromthe
perspective that they were advanced as alternative
positions; and statenents made in conjunction with those
argunents may not actually represent concessions of any

i ssue to be exam ned under the Budge test. | therefore do

not view applicant as having conceded that CAFETERIA is
m sdescriptive when used in connection with the offering or

rendering of the recited services.

The Trademark Exam ning Attorney argues that a termis
m sdescriptive when it “conveys an idea that is false, yet
pl ausi bl e and asserts that CAFETERI A conveys a fal se idea
about applicant’s recited services because applicant has
[imted the services in connection with which the mark is

used to restaurants excluding cafeterias. Brief,
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unnunbered p. 5. This argunent, however, does not reveal
what it is that a traditional cafeteria offers that
applicant’s non-cafeteria style restaurants do not, i.e.,
the argunent does not explain the specific false, yet

pl ausi bl e, idea that the mark conveys.

The record suggests that consuners have various ideas
of what nakes a cafeteria a cafeteria, including value,

famliar food, and a casual atnobsphere.

There are many references in the record to the val ue
t hat cost-conscious consunmers find in cafeterias (indeed,
this is a point stressed by the Trademark Exam ni ng
Attorney in the context of explaining why sonme consuners
seek out cafeterias). The record is mxed as to the
relative cost of the nmenu itens in applicant’s restaurant,
and therefore the value a patron receives. Mny reviews
find the prices reasonable, but sone say itens are
overpriced. Nonethel ess, discussion of the subject of
price and value in conjunction with applicant’s restaurant
bears out the Trademark Exam ning Attorney’s argunent that

good value is one aspect of a traditional cafeteria.

In reviews of applicant’s restaurant, there are
references to the type of food one expects to find in a

cafeteria: “[l]nfected by the proletarian spirit, we chose
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our food with this tradition in mnd: neatloaf, hanburger,

tomato soup and a Caesar salad . Flatiron News; and

“[T]here’s also plenty of greasy-spoon inspired treats for
those craving sinpler pleasures: the Cafeteria Macaron
and Cheese with a fontina twst, fried chicken [wth] side-
kicking butterm |k waffles'® and mapl e sauce or their

exqui site house neatloaf.” Black Book. *“Confort food” is

a phrase that appears in nunmerous reviews. These
references to the food suggest that applicant’s restaurant
is viewed as serving food simlar to traditional

caf eteri as.

Finally, in some reviews of applicant’s restaurant
there are references to a dining establishnment that is
sinply a confortable place: “Cafeterias are pl aces
remenbered not for what they were, but for who we sat with
when we were there. This Cafeteria is a place you visit to
be served a dollop of communitas, to join a crowd of locals
sharing the day’ s dish, and to sl uice your work-cl ogged

soul with a cleansing drink.” Flatiron News; “[l]ts nane

was chosen to reflect a casual attitude in keeping with

18 The pairing of fried chicken and butternmlk waffles is
confirmed by reviews in, anmong others, the New York Post of
August 15, 1998, Tine Qut New York, August 6-13, 1998, issue no.
150 (the pairing “works”), and Manhattan File, Septenber/Cctober
1998.
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nei ghbor hood nor ns Interior Design. The record

reveal s that whether applicant’s restaurant is viewed as
casual and confortable, or upscale and sl eekly designed,
depends upon the point of view of the reviewer.
Nonet hel ess, the general point presented by di scussions of
t he décor and anbi ance of applicant’s restaurant, is the
inplication that a traditional cafeteria is a casual and

confortabl e pl ace.

One ot her aspect of the dining experience in a
traditional cafeteriais its self-service nature, whereby a
di ner places food itenms on a tray and carries themto a

table. This is clearly not done in applicant’s restaurant.

In sum the termcafeteria is in part descriptive and
in part msdescriptive of applicant’s restaurant. Many
consider it a restaurant that offers good val ue, although
sone do not, and the record is nore supportive than not of
a conclusion that the nenu is much like that of a
traditional cafeteria, albeit with sone twists. In these
respects, CAFETERI A may be viewed as nore descriptive than
m sdescriptive of applicant’s restaurant. On the other
hand, what passes for a casual restaurant in New York Gty
may not pass for a casual restaurant in many ot her areas of

the country; and the absence of trays and self-service is
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clearly not at all like a traditional cafeteria. |In this
sense, CAFETERI A may be nore m sdescriptive than
descriptive when used in conjunction with applicant’s
restaurant. The instant appeal, then, presents a different

case froml re Berman Bros. Harlem Furniture Inc.,

26 USPQ2d 1514 (TTAB 1993), where the term FURNI TURE MAKERS
was in no way descriptive and instead was conpletely
m sdescriptive of the services of an applicant that nade no

furniture.®®

The first factor of the Budge test seeks a yes or no

answer to the question whether a termis m sdescriptive of
identified goods or services. The mark in this case
presents an issue of first inpression, because the m xed
record nmakes it inpossible to answer the question in a
sinple yes or no fashion. For the sake of argunent,
however, | shall presunme that the answer to the question is

“Yes, CAFETERI A is m sdescriptive of applicant’s recited

19 The Bernman Bros. case, as one of the few cases involving
services, rather than goods, and either a Section 2(e)(1)
deceptive m sdescriptiveness or Section 2(a) deceptiveness
refusal, might appear a guiding precedent for the case at hand.
| do not find it to be so, in part because it involved a

conpl etely misdescriptive mark, while the case at hand does not.
Further, as discussed infra, the believable m sdescription in
Ber man Bros. would not immediately be dispelled upon view ng or
entering the Berman Bros.’ store, while no reasonabl e consuner
woul d persist in a belief that applicant’s restaurant is a
cafeteria upon nerely looking at the restaurant fromthe front
door.
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services.” | turn then, to the second and third factors of
Budge.

The second question of Budge is “are the prospective
purchasers likely to believe that the m sdescription
actual ly describes the goods [or in this case services]?”
The question does not use the phrase “any prospective
purchaser”; nor does it use the phrase “any reasonably
prudent purchaser.” 1In fact, it is significant that the
Budge majority uses the plural “purchasers” rather than the

si ngul ar purchaser.

Judge Nichols, in a Budge concurring opinion, noted

that the Budge majority had transfornmed a question asked by
a panel of this Board (“is anyone likely to believe the
product is nmade of |anb or sheepskin?”) into the second

gquestion of the Budge test (“are prospective purchasers

likely to believe that the m sdescription actually
descri bes the goods?”): *“Thus, ‘anyone,’ a single
individual, is transnuted into a class of persons.” |

note, too, that the Budge majority found “[t] he board s

factual inference is reasonable that purchasers are |ikely
to believe .o (enphasis added). Thus, it appears clear
that the Budge majority would not subject a successful mark

to the harsh consequence of permanent non-registrability
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when a single consuner m ght be msled. That concern may

very well have notivated and infornmed the Budge nmajority’s

transformati on of the Board' s question fromone focusing on
a single consuner to a question focusing on nore than one

consuner.

Judge Nichols in the concurring opinion, however,
suggests that the real focus of the second question of the
Budge test should be not whether a misdescription is
bel i eved by a single purchaser or nultiple purchasers, but
whet her any purchaser who believes the m sdescriptionis a
reasonabl e person: “It is clearly what the board neant.”
Thus, it appears that the concern of Judge Ni chols was not
the majority’ s transformati on of a board question cast in
the singular to one cast in the plural, but in the
majority’s failure to qualify the nature of purchasers that
woul d believe a m sdescription as reasonabl e.

Not wi t hst andi ng the concern of Judge Nichols, there is
nothing in the Budge majority opinion that suggests beli ef
in a msdescription by unreasonabl e consuners woul d support

a permanent refusal of registration under Section 2(a).

As noted earlier in this dissenting opinion,
prohi bitions against the registration of marks that woul d

decei ve consuners are contained in Sections 2(a), 2(d) and
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2(e) of the Act. There is no definition of deceive or
deceptive in Section 45 of the Act. There is nothing in
the statute to indicate that the prohibitions of these
vari ous sections against registration of marks that, in
vari ous ways, woul d deceive consuners, stemfromdifferent
root meani ngs of the verb deceive or the adjective
deceptive. Accordingly, the proscriptions against

regi stration of marks that woul d decei ve ought to be read

in a consistent nmanner.

Under Section 2(d), we do not bar registration of a
mark that is likely to “deceive” only a gullible or
unr easonabl e consuner as to source. Rather, we bar
registration of a mark that is likely to confuse or deceive

a reasonably prudent consuner. See Cancer Care, Inc. V.

Anerican Fam |y Life Assurance Conpany of Col unbus, 211

USPQ 1005, 1014 (TTAB 1981) (“a prudent and carefu

i ndividual ”); Justin Industries, Inc. v. D B. Rosenblatt,

Inc., 213 USPQ 968, 976 (TTAB 1981) (“purchasers m ght

reasonably assune”); Kraft, Inc. v. Balin et al., 209 USPQ

877 (TTAB 1981) (“the average reasonably prudent custoner”);

West Poi nt-Pepperell, Inc. v. Borlan Industries Inc.,

191 USPQ 53 (TTAB 1976) (“opposer has failed to persuade us
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that ...would be likely to cause confusion, m stake or

deception of average reasonably prudent purchasers”).

Simlarly, the Board has applied the reasonably
prudent consumer test in assessing whether a mark is
deceptively m sdescriptive under Section 2(e)(1). See R J.

Reynol ds Tobacco Conpany v. Brown & WIIlianson Tobacco

Cor por ati on, 226 USPQ 169, 179 (TTAB 1985)(“On this

evi dence, we do not believe reasonably prudent purchasers
are apt to be deceived.”). And the sane reasonabl eness
requi renent is applied when assessing whether a mark is
primarily geographically deceptively m sdescriptive under

Section 2(e)(3). See In re Save Venice New York, Inc.,

259 F.3d 1346, 59 uUsP@d 1778, 1783 (Fed. Cr. 2001)("“we
consi der whether the public would reasonably identify or
associ ate the goods sold under the mark with the geographic

| ocation contained in the mark”). ?°

G ven that the statute does not differentiate between
the deceit or deception that is the subject of the
proscriptions against registration in Sections 2(a), 2(d)

and 2(e), and that the reasonably prudent purchaser

20 While the California I nnovati ons decision, supra, explained
that a Section 2(e)(3) refusal now requires the sanme proof as a
Section 2(a) refusal, when a geographic mark is involved, it said
not hing that would alter the reasonabl eness factor.
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standard is applied in evaluating whether a refusal of
registration is warranted under Sections 2(d) and 2(e), the
sane standard should be applied in evaluating whether a
refusal of registration is warranted under Section 2(a).
This is especially true when registration is sought only on
t he Suppl enental Register and when the refusal woul d anmpunt
to a permanent bar against registration. As Judge N chols
observed in the Budge concurring opinion, “unreasonable
persons are |likely to believe anything.” Budge, 8 USPQd
at 1262. Unreasonabl e beliefs should not permanently bar
registration of a functioning, successful mark that an

applicant seeks to register on the Suppl enental Register.

The Federal Circuit, in Budge, has explained that
“extraneous explanatory statenents” which m ght serve to
obvi ate the deception created by a mark cannot be
consi dered in assessing whether the mark is deceptive, for
the mark al one is what the applicant seeks to register.
Budge, 8 USPQ2d at 1261. This is not unlike the rule that
says an applicant’s use of a house mark in conjunction with
a mark it seeks to register cannot be considered in
eval uating |ikelihood of confusion, when the house mark is

not part of the mark to be registered. See Frances Denney

v. Elizabeth Arden Sal es Corp., 263 F.2d 347, 120 USPQ 480,
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481 (CCPA 1959); and Blue Cross and Bl ue Shield Association

v. Harvard Community Health Plan Inc., 17 USPQd 1075, 1077

(TTAB 1990). In neither the deceptiveness refusal nor the
Section 2(d) refusal involving a house mark, however, do we

consider the mark in the abstract.

Regi strability of a mark is always considered in
conjunction with the identified goods or services, for an
appl i cant cannot obtain rights in a mark in the abstract,
only in connection with specified goods or services. This
concept is not undone by the Federal Circuit’s statenent in
Budge that “the mark al one nust pass nuster,” when its
registrability under Section 2(a) is in question. That
statenent is, as noted, intended to exclude fromthe
cal cul ation the extraneous statenents or advertising that
are not proposed for registration. \While extraneous
statenments are excluded fromthe cal cul ation, the

identification of goods or services nmust be considered.

Applicant’s identification excludes “cafeteria-style
restaurants.” Drafting of an identification to exclude an
itemor service that would otherw se be described by a mark
can, however, result in refusal of registration on the
ground that the mark is deceptively m sdescriptive. See

Berman Bros., supra. See also In re Wodward & Lot hrop
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Inc., 4 USPQd 1412 (TTAB 1987). These two cases are
di stingui shable fromthe current case. |In both Bernman

Bros. and Wodward & Lothrop, registration was sought on

the Principal Register, not the Supplenental Register, and
the refusal was nmade under Section 2(e)(1l) rather than
Section 2(a). Professor MCarthy has observed, in regard

to these respective refusals:

Apparently a mark can still have a

m sl eadi ng connotation and still not be

“deceptive” under § 2(a). But under the

“deceptively m sdescriptive” part of 8§ 2(e),

a higher standard of truthful ness will be

required. That is, the consumer is entitled

to be told the truth, the whole truth and

not hi ng but the truth, whether the

m sl eadi ng connotation is inmportant or not.
2 J.T. McCarthy, MCARTHY ON TRADEMARKS AND UNFAI R COVPETI TI ON
§ 11.61 (4'" ed. database updated December 2005).

These two cases are al so di stinguishable fromthe
present case insofar as both marks woul d have required even
reasonabl e purchasers to carefully exam ne, respectively,
the furniture or jewelry of the applicants to determ ne the
inport of the marks. The case at hand would not require
even a gullible or careless consuner to engage in careful
exam nation of applicant’s restaurant. As revealed by the

descriptions recited earlier in this opinion, applicant’s

restaurant would not be m staken for a traditional
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cafeteria. And | do not believe it necessary or wise to
specul at e about whether applicant’s identification of
services woul d | eave open the possibility of applicant sone
day adopting an exterior décor or look for its restaurants
that would mask their true nature. The Board nust, of
course, assess a mark in light of what services are
enconpassed by an identification, but this does not require
that we conjure up every possible way in which a service

m ght be offered so as to intentionally m slead the public.

There may in this case be sone concern about “initial
i nterest deception,” or whether prospective patrons of
applicant’s restaurant are subjected to a “bait and
swtch.” There can be no deception, however, of those
whose initial interest in applicant’s restaurant is
pronpted by any of the restaurant reviews or entries from
restaurant guides contained in this record. Applicant’s
restaurant plainly has not been reviewed as a cafeteria
and, instead, has been reviewed as a sit-down restaurant.
Any prospective patron whose interest was piqued by a

review or gui debook entry woul d know what to expect.

On the other hand, a passerby who spied the awning
over applicant’s restaurant that, as shown by the photo in

the majority opinion, contains only the word CAFETERI A
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t hereon, mght wal k across the street, or park a car and
wal k to the restaurant, thinking it a cafeteria. Even
reasonabl e consuners, passing by a restaurant with an
awni ng enbl azoned wth the word CAFETERI A, m ght stop to
see if it were a cafeteria. Yet these prospective patrons
woul d have but to |look at the restaurant or its menu to

di scover their m sapprehension. This is scarcely the stuff
of a “bait and switch” operation, for the prospective
patron can easily turn away w t hout havi ng been hooked.
Further, I amnot aware of any extension of the doctrine of
“initial interest confusion,” so often discussed in the

I nternet context, to bar registration of marks that
assertedly may deceive for a nonment. | do not think it

wi se to rashly extend the doctrine to the case at hand.

Mor eover, sone courts require a show ng of intentional
deception before inposing liability on a defendant accused
of creating initial interest confusion on the Internet.

See, e.g., Savin Corp. v. Savin Goup, 68 USPQRd 1893

(S.D.N. Y. 2003).

In this case, | have doubt about the extent of the
m sdescription assertedly created by applicant’s mark; | do
not think reasonabl e consuners woul d be deceived; and | do

not think any m sunderstanding that may be created in the
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m nds of a very few consumers? woul d be nore than fleeting.
Further, | do not find the record to support a concl usion
that the absence of self-service trays fromapplicant's
restaurants would be material to purchasi ng decisions of
prospective diners. Accordingly, |I would reverse the
refusal of registration and register the mark on the

Suppl ement al Regi ster.

21 See paragraph 4 of the Amadei declaration
“During the past four years sone 2,000,000 persons have

patroni zed the CAFETERI A restaurant ... There have been
only a couple of instances in which the patron initially
m sperceived the nature of the restaurant. ...In these

coupl e of instances, the patron quickly recognized that
CAFETERI A was a sit-down restaurant and proceeded to sit
down and eat.”

It is not for this Board to specul ate about numerous theoretical
pat rons who may not have voi ced di spl easure or m sunderstandi ng,
when the result is a permanent bar of registration of a
functioning, successful nmark



